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A Notice of Abandonment Under 37 CFR 1.53(f) or (g> 
E ate Granted, was mailed on ,uly 15. 1999 , indrcatrn, that the 
above-identified patent application is abandoned for failur to 
timely reply to the Notice to File Missing Parts, dated October 
16, 1998, as no reply was received. 

However, the Notice to File Missing Parts dated 
!998. was never delivered at any address to applicants' *«™ 
of record. Accordingly, by this Petition, applicants 

r spectfully revest the United States Patent and Trademark 
O i e (i» I withdraw the holding of abandonment m this 
application, or in the alternative (ii) to revive this patent 
application as having been unavoidably abandoned. 

A. p ff <-^ Hr.n TTnder — 12 C.f.R. 8 ijjL 

fl^i^-iTny of abandonment 

Applicants filed the above-identified United States patent 
application on September 2*. 1998, with a checK for the filing 
fee and with an unexecuted Declaration. 

the receip PTO -i533 had not been received 

application. However, as a *°™J™ entitled 
by applicants' attorneys as of May 28, 1999, a 

^COMPLETION OF APPLICATION", with the executed ^ Z 

inventors being attached thereto, was mailed on May ^28 . by 

Express Mail Post Office to Addressee Servrce to the Assista 
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Commissioner 



for Patents, Box Missing Parts, Washington, DC 20231. 



Applicants received a Notice of Abandonment Under 37 CFR 
1.53(f) or (g) (Filing Date Granted), dated July 15, 1999, 
indicating that applicants failed to respond to a United States 
Patent and Trademark Office communication dated October 16, 1998, 
and entitled "Notice to File Missing Parts" (hereinafter the 
"NOTICE TO FILE") . 

A copy of the NOTICE TO FILE, obtained by applicants' 
attorneys subsequent to July 15, 1999, indicates that the NOTICE 
TO FILE is a Form PTO-1533 which provides a response period of 
two months from the date of the NOTICE TO FILE, which period can 
be extended under 37 CFR 1.136(a) . Thus, if the NOTICE TO FILE 
had been delivered, the response period would appear to be 
December 16, 1998, extendible to April 16, 1999. 

Applicants hereby respectfully petition that the holding of 
abandonment for the above -identified patent application be 
withdrawn, based on a failure of the United States Patent and 
Trademark Office to deliver the NOTICE TO FILE to applicants' 
attorneys . 

In accordance with the requirements of MPEP 711.03(c) to 
establish non-receipt of a United States Patent and Trademark 
Office communication, the undersigned attorney for applicants 
hereby attests: 

1. Neither I nor Sidley & Austin, as addressee, received 
the original or any copy of the NOTICE TO FILE prior to July 15, 
1999; and 

2 . I have carefully searched the Sidley & Austin file and 
docket records for the above- identified patent application and 



3 



'J 



Application Serial No. 09/160,267 



have determined that the NOTICE TO FILE was not in or a part of 
such file/records prior to July 15, 1999. 

3. Attached hereto is a copy of the relevant Sidley & 
Austin docketing records (Exhibit A) for the above-identified 
patent application, which expressly reflects a chronological 
listing illustrating where the NOTICE TO FILE would have been 
entered had it been received by Sidley & Austin. 

In view of the above showing, applicants request the grant 
of this Petition to withdraw the current holding of abandonment. 
Applicants are not aware of any fee required for this Petition; 
however, in the event that a fee is required, please charge any 
necessary fee (other than issue fee) to Deposit Account No. 
18-1260 . 

B. PpHhion Ut^t- 37 C. F P- s 1.137 (a) for Revival of 
Ap plication Unavo idably Abandoned 

Only in the event that the Commissioner should determine 
that applicants' Petition to Withdraw the Holding of Abandonment 
is denied, applicants hereby alternatively petition for revival 
of this matter pursuant to the requirements of 37 C.F.R. § 
1.137(a). However, if the Commissioner grants applicants' 
Petition to Withdraw the Holding of Abandonment, applicants 
request that the following Petition not be considered, and that 
any petition fee authorized herein for the following Petition not 
be charged . 

In furtherance of the requirements for this Petition Under 
37 C.F.R. § 1 .137 (a) : 



4 




Application Serial No. 09/160,267 



1. Please charge the requisite petition fee ($110.00), as 
specified in 37 C.F.R. § 1.17(1), to Deposit Account No. 18-1260. 

2. A proper response to the NOTICE TO FILE, in the form 
of a document entitled "COMPLETION OF APPLICATION", an executed 
Declaration by the inventors, and a check in the amount of $130 
for the 37 C.F.R. 1.16(e) surcharge for the late filing of the 
executed Declaration, was submitted to the United States Patent 
and Trademark Office by Express Mail Post Office to Addressee on 
May 28, 1999, and copies thereof are attached hereto as Exhibit 
B. A copy of the postcard receipt is attached hereto as Exhibit 
C. 

3. This Petition is being filed within two months of the 
mailing date of the Notice of Abandonment, and thus is timely. 

4. The entire delay involved in responding to the NOTICE 
TO FILE was unintentional. 

5. In regard to providing an adequate showing of 
unavoidable delay, please consider: 

I, along with several other registered patent attorneys with 
the firm of Sidley & Austin, represent the applicants in the 
above -identified United States patent application. On July 22, 
1999, Sidley & Austin received a Notice of Abandonment for the 
above- identified United States Patent application. Upon the 
Notice of Abandonment being forwarded to me, I promptly requested 
Montrose Intellectual Property Services, Inc. to review the 
United States Patent and Trademark file for this patent 
application. On July 28, 1999, Montrose provided Sidley & Austin 
with a copy of the NOTICE TO FILE. 
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Submitted herewith is a declaration by Ms. Lorie Bigley, a 
legal assistant of Sidley & Austin, describing the events 
detailed above regarding the receipt of the copy of the NOTICE 
TO FILE (Exhibit D) . 

Prior to receiving the copy of the NOTICE TO FILE on July 
28, 1999, Sidley & Austin had not received any version of the 
NOTICE TO FILE. The Dallas office of Sidley & Austin maintains 
a strict procedure for handling mail received from the United 
States Patent and Trademark Office. To this end, submitted 
herewith are declarations from: 

(1) Mr. LaCarro Boston (Office Services Manager for Sidley 
& Austin, Dallas office) (Exhibit E) , 

(2) Ms. Leslie Reames, (former U.S. Docketing Coordinator 
for Sidley & Austin, Dallas office) (Exhibit F) , and 

(c) Ms. Tifarah White (U.S. Docketing Coordinator for 
Sidley & Austin, Dallas office) (Exhibit G) 

that detail a procedure Sidley & Austin personnel follow for 
receiving and processing mail and for recording United States 
Patent and Trademark communications in Sidley & Austin 1 s 
computerized docketing system. 

In view of Sidley & Austin's strict procedure for receiving, 
processing, and docketing communications from the United States 
Patent and Trademark Office, a noted absence of the NOTICE TO 
FILE in the file jacket (and any docketing of the NOTICE TO FILE) 
prior to July 15, 1999, and no recollection by docketing 
personnel of receiving the NOTICE TO FILE or of events that would 
have resulted in a deviation of Sidley & Austin's procedure, it 
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is respectfully submitted that the NOTICE TO FILE was not 
actually received by Sidley & Austin. Without any timely 
knowledge of the NOTICE TO FILE, any abandonment of the above - 
identified patent application was unavoidable. Consequently, in 
the event it is necessary to consider this Petition, applicants 
respectfully request grant of this Petition to revive this 
unavoidably abandoned patent application. 

This Petition has been promptly prepared and filed following 
applicants' becoming aware of the holding of abandonment of this 
patent application . 



JWW/t je 

SIDLEY 6c AUSTIN 
717 North Harwood 
Dallas, TX 75201 
Direct: (214) 981-3328 
Fax: (214) 981-3400 
July 29, 1999 



Respectfully submitted, 




James(jw. Williams 
Registration No. 2 0,047 
Attorney for Applicants 
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□ 1 . The surcharge under 37 CFR 1 .1 6(e) required for filing the basic filing fee or oath or declaration on a date later than 

the filing date of a nonprovisional application. 

□ 2. The surcharge under 37 CFR 1 .1 6(i) required for filing the basic filing fee or cover sheet on a date later than the filing 

date of a provisional application. 

□ 3. The full amount of the basic filing fee under 37 CFR 1 .16 (a), (f), (g), (k). 
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37 CFR 1.17(m); and (4) a terminal disclaimer if required by 37 CFR 1.137(c). 
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entire delay was unintentional; (2) the required reply to the above-identified Notice; (3) the petition fee set forth in 
37 CFR 1.1 7(m); and (4) a terminal disclaimer if required by 37 CFR 1.137(c). 

Any questions concerning petitions to revive should be directed to "Office of Petitions" at (703) 305-9282. 
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Masami TOYAMA, Motomi TAKEMOTO , 
Akinori YOSHIDA, Hiroaki IKEDA f 
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number f t.?T7999356US 



Date of Deposit M*Y 7fi - 1999 



Assistant Commissioner for 

Patents 
Washington, D.C. 20231 



I hereby certify that this paper or fee is 
being deposited with the United States Postal 
Service "Express Mail Post Office to 
Addressee" service under 37 CFR 1.10 on the 
date indicated above and is addressed to the 
Assistant Commissioner for Patents, 
Washington, D.C. 20231. 



fWlp^ng Newell 



Attn: 



Dear Sir: 



Box Missing Parts 




name of person mailing 



person mailing 
f*a Y ?8. 1999 



Lng fcaper or fee) 



Date of Signature 



r QTVfPT.F,TT(T N OF A?? T Tf ATTON 



EXHIBIT 



The declaration filed on September 24, 1998 with the 
above-identified U.S. patent application was unexecuted. 

Applicants have not received any Notification Form 
PTO-1533 . 
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Applicants submit herewith the declaration executed 
by the Applicants on October 28, October 15, October 14 
and October 14, 1998, respectively. 

The executed declaration identifies the 
specification by title, filing date, and attorney docket 
number. 

Applicants also submit herewith a check in the 
amount of $130.00 for the 37 C.F.R. 1.16(e) surcharge for 
the late filing of an executed declaration. If the check 
is not present, not sufficient, or not acceptable, please 
charge any fees required during the pendency of this 
application (other than issue fee) to Deposit Account 
#18-1260. Please credit any overpayment to Deposit 
Account #18-1260. 

Respectfully submitted, 



Jam^b W. Williams 
Registration No. 20,047 
Attorney for Applicants 
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717 North Harwood 
Suite 3400 
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(214) 981-3328 (direct) 
(214) 981-3300 (main) 
May 28, 1999 
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nFn.ARATTON AND PO WFR OF ATTORNEY 

As a below-named inventor, I hereby declare that: 

My residence, post office address and citizenship are 
as stated below next to my name; 

I believe that I and the other joint inventors named 
below are the original, first and joint inventors of the 
subject matter which is claimed and for which a patent is 
sought on the invention or discovery entitled 

AN IMAGE FORMING APPARATUS HAVING A DISPLAY 

CHANGEABLE IN COLOR ACCORDING TO OPERATIONAL MODE ' 



the specification of which was filed on Sep. — 2A+ — 1 998 

as Application Ser. No. . - • 

I have reviewed and understand the contents of the 
above-identified specification, including the claims; and 

I acknowledge the duty to disclose to the Patent and 
Trademark Office all information known to me which is 
material to patentability as defined in 37 C.F.R. § 1.56. 

I hereby claim foreign priority benefits under 
35 U.S. C. § 119/3 65 of any foreign application for patent or 
inventor's certificate as listed below or of any PCT 
international application, designating at least one country 
other than the United States of America, as listed below and 
have also identified below any foreign application for 
patent or inventor 1 s certificate or any PCT international 
application, designating at least one country other than the 



United States of America, directed to said invention or 
discovery and having a filing date before that of the 
applications on which priority is claimed: 



NUMBER 


COUNTRY 


DATE FILED 


PRIORITY 


CLAIMED 






(Yes) 


(No) 


9-261582 


Japan 


26/09/1997 


X 




9-283625 


Japan 


16/10/1997 


X 




9-283627 


Japan 


16/10/1997 


X 





I hereby appoint: 

Dale B. Nixon, Reg. No. 28,454 
William R. Gustavson, Reg. No. 29,160 
David L. Hitchcock, Reg. No. 3 0,067 
Roger N. Chauza, Reg. No. 29,753 
Eugenia S. Hansen, Reg. No. 31,966 
James W. Williams, Reg. No. 20,047 
Steven P. Rhines, Reg. No. 38,595 
Thomas N. Tarnay, Reg. No. 41,341 
Daren C. Davis, Reg. No. 38,425 

all of the firm of SIDLEY & AUSTIN, my representatives with 
full power of substitution and revocation, to prosecute this 
application and to transact all business in the United 
States Patent and Trademark Office connected therewith, and 
to file and prosecute any international patent applications 
filed thereon before any international authorities under the 
Patent Cooperation Treaty. 

Send correspondence to: Direct telephone calls to: 

sidley & Austin James Wt Williams — ; 

717 N. Harwood Direct: (?,14) 9fi1-3328 — 

Suite 3400 Main: rsi41 981-3300 — 
Dallas, Texas 75201-6507 Attorney Docket No.: 



I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and further 
that these statements were made with the knowledge that 
willful false statements and the like so made are punishable 
by fine or imprisonment, or both, under Section 1001 of 
Title 18 of the United States Code, and that such willful 
false statements may jeopardize the validity of the 
application or any patent issuing thereon. 

Full name of first joint inventor: 

Masami TOYAMA 



First Middle Last 

Inventor's signature: /ll-L/ZJ^^ L <ryvfrW»- 

Date : 

Residence : Toyokawa-Shi, Aic hi-Ken, Japan — : 



* • x. • <u • Japan 
Citizenship: * 



1-49-2,. Chubu-Cho, Toyokawa-Shi, 
Post Office Address : . 



Aichi-Ken, 442-0876, Japan 



Full name of second joint inventor: 

Motomi TAKEMOTO 

First Middle Last 



Inventor 1 s signature : < ?7 y lt*X<-r>t^l ^^^urr^ . X 

Date : 

Residence: Toyokawa-Shi , Aichi-Ken f Japan 



Citizenship: Ja P an 



Post Office Address: c/o Minolta Co., Ltd ., Osaka Kokusai 

Building, 3-13, 2-Chome, Azuchi-Machi , Chuo-Ku, 

Osaka-Shi, Osaka, 541-8556, Japan 
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Full name of third joint inventor: 

Akinori YOSHIDA 

First Middle Last 



Inventor 1 s signature : 
Date: _ 



Nishio-Shi , Aichi-Ken, Japan 
Resxdence : 1 — 



Citizenship: Japan 



Post Office Address: c/o Minolta C o- . Ltd., Osaka Kokusai 
Building, 3-13, 2-Chome, Azuchi-M achi , Chuo-Ku , 

Osaka-Shi, Osaka, 541-8556, Japan 



Full name of fourth joint inventor: 

Hiroaki ^ IKEDA 

First Middle Last 

Inventor's signature: 7£acxi$L ^Q-RqUck 

Date : . 

Residence: Toyokawa-Shi , Aichi-Ken, Japa n 



Citizenship: Japan _ . 

Post Office Address: c/o M i nolta Co.. Ltd., Osaka Kokusai 

Building, 3-13 , 2-Chome, Azuchi-Machi, Chuo-Ku, __ 

Osaka-Shi, Osaka, 541-8556, Japan 
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Full name of fifth joint inventor: 

Tomokazu KATQ 

First Middle Last 

Inventor's signature: To^^y* 

Date: OG . W > l?t* . 

Residence: Toyokawa-Shi , Aichi-Ken f Japan 



Citizenship: Japan 



Post Office Address : c/o Minolta Co. , L td., Osaka Kokusai 
Building, 3-13, 2-Chome, Azuchi-Machi , Chuo-Ku, 



Osaka-Shi, Osaka, 541-8556 . Japan 



Full name of sixth joint inventor: 

Junko NATSUME 

First Middle Last 



Inventor 1 s signature : . 

Date: G^T.. 

„ . - Hoi-Gun, Aichi-Ken, Japan 
Residence: _ . _ 



Citizenship: Japan 

Post Office Address: c/o Minolta Co., Ltd,, Osaka Kokusai 

Building, 3-13, 2-Chome, Azuchi-Machi, Chuo-Ku, 

Osaka-Shi, Osaka, 541-8556, Japan , ' 
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Attorney: JWW 
PAPER(S): 

[x] COMPLETION OF APPLICATION 
(via express mail) 



S130.00 



Inventors): 
Serial No.: 
Client: 
Due: 



MasamiTOYAMAetal 
09/160,267 

05058 Fife: 76501 



Mailed: 05/28/99 




Title: An Image Forming Apparatus having a Display 

Changeable in Color according to Operational Mode 

The stamp of the Patent and Trademark Office hereon 
Indicates receipt of the above-identified document 



Attorney Docket No. 



05058/76501 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re 



U.S. Application of 



For : 



U.S. Serial No, 
Filed : 

Group Art Unit 



Masami TOYAMA, Motomi TAKEMOTO, Akinori 
YOSHIDA, Hiroaki IKEDA, Tomokazu KATO, 
and Junko NATSUME 

AN IMAGE FORMING APPARATUS HAVING A 
DISPLAY CHANGEABLE IN COLOR ACCORDING 
TO OPERATIONAL MODE 
09/160,267 
September 24, 1998 

Initial Patent Examination Division 



Attention: Office of Petitions 
As s i s t ant Commi s s i one r 

for Patents 
Box DAC 

Washington, D.C. 20231 



"Express Mail" mailing label number: EL072253485US 
Date of Deposit: July 30. 1999 



I hereby certify that this paper or fee is being deposited with the United 
States Postal Service "Express Mail Post Office to Addressee" service under 
37 CFR 1 . 10 on the dated indicated above and is addressed to the Assistant 
Commissioner for Patents, Washington, D C. 2023 1 . 



Derrick T. Gordon 



(Typed or printed name of person mailing paper 



(Signature of person mailing paper or fee) 
July 30. 1999 




Date of Signature 



DECLARATION OF LORIE BIGLEY 

I, Lorie Bigley, declare as follows: 




1. I am a resident of the state of Texas and am over 18 
years of age and fully competent to make this declaration, and 
if called as a witness, could testify to the following facts, 
which are based upon my personal knowledge, information, and 
belief . 
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2. I am employed as a patent prosecution legal assistant 
with Sidley & Austin, located at 717 N. Harwood, Dallas, Texas 
75201. As a part of my employment with Sidley & Austin, I am 
responsible for monitoring the status of certain pending United 
States patent applications, including the above- identified United 
States patent application. 

3. The above -identified patent application was filed on 
September 24, 1998, with an unexecuted .Declaration by the 
inventors . 



4. Form PTO-1533, which is the normal response by the 
United States Patent and Trademark Office to the filing of a 
patent application with an unexecuted Declaration, indicates that 
a copy of the Notice must be returned with the executed 
Declaration of the inventors. Accordingly, I waited for the Form 
PTO-1533 to be issued before forwarding the executed Declaration 
by the inventors to the Patent and Trademark. 

5. However, as a Form PTO-1533 had not been received by May 
28 1999, James W. Williams, one of the attorneys of record in 
the above-identified patent application, directed that a document 
entitled "COMPLETION OF APPLICATION", with the executed 
Declaration of the inventors and a check in the amount of $130 
for the 37 C.F.R. 1.16(e) surcharge being attached thereto, be 
mailed on May 28, 1999, by Express Mail Post Office to Addressee 
to the Assistant Commissioner for Patents, Box Missing Parts, 
Washington, DC 20231. 

6. Applicants received a Notice of Abandonment Under 37 
CFR 1 53(f) or (g) (Filing Date Granted), dated July 15, 1999, 
indicating that applicants failed to respond to a United States 
Patent and Trademark Office communication dated October 16, 1998, 
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and entitled "Notice to File Missing Parts" (hereinafter the 
"NOTICE TO FILE") . 



7 upon my receipt of the Notice of Abandonment, 

- - W 



I 



promptly called this matter to the attention of James 
Williams. Mr. Williams promptly requested Jane Edwards of 
Montrose Intellectual Property Services, Inc., Arlington, 
Virginia, to obtain a copy of the United States Patent and 
Trademark Office communication referenced in the Notrce of 
Abandonment . 

8. On July 28, 1999, Jane Edwards provided a copy, via 
overnight delivery, of the NOTICE TO FILE, indicating a mailing 
date of October 16, 1998. The July 28, 1999, copy of the NOTICE 
TO FILE was the first occasion of receipt by Sidley & Austin of 
any written version of this NOTICE TO FILE. 

9 I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may 
jeopardize the validity of this application and any patent 
issuing thereon 




Lone Bigley 



Dated: 
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05058/76501 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re 



U.S. Application of 



For: 



U.S. Serial No, 
Filed: 

Group Art Unit 



Masami TOYAMA, Motomi TAKEMOTO, Akinori 
YOSHIDA, Hiroaki IKEDA, Tomokazu KATO, 
and Junko NATSUME 

AN IMAGE FORMING APPARATUS HAVING A 
DISPLAY CHANGEABLE IN COLOR ACCORDING 
TO OPERATIONAL MODE 
09/160, 267 
September 24, 1998 

Initial Patent Examination Division 



Attention: Office of Petitions 
Assistant Commissioner 

for Patents 
Box DAC 

Washington, D.C. 20231 



"Express Mail" mailing label number: EL072253485US 
Date of Deposit: July 30. 1999 



I hereby certify that this paper or fee is being deposited with the United 
States Postal Service "Express Mail Post Office to Addressee" service under 
37 CFR 1. 10 on the dated indicated above and is addressed to the Assistant 
Commissioner for Patents, Washington, D C. 2023 1. 



Derrick T. Gordon 



(Typed or printed name of person mailing paperor fee) 



(Signature of person mailing paper or fee) 
July 30. 1999 



Date of Signature 



DECLARATTON OF T.AHARRO BOSTON 



I, LaCarro Boston, declare as follows; 



EXHIBIT 



1. I am a resident of the state of Texas and am over 18 
years of age and fully competent to make this declaration, and 
if called as a witness, could testify to the following facts, 
which are based upon my personal knowledge, information, and 
belief . 
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2. I am employed as Office Services Manager with Sidley 
& Austin, located at 717 N. Harwood, Dallas, Texas 75201. I 
supervise and manage Office Services in the Dallas office of 
Sidley & Austin. As a part of their duties, the personnel of 
Office Services in the Dallas office of Sidley & Austin are 
responsible for picking up, sorting, and delivering all incoming 
mail to the respective individuals and departments within the 
Dallas office .- 

3. In performance of these duties: 



a . 



A member of Office Services picks up incoming mail 
for Sidley & Austin at 7:30 a.m. and 10:00 a.m. each 
business day from a central mail room operated by the 
United States Post Office in the building in which Sidley 
& Austin maintains its Dallas office. 

b. A member of Office Services sorts all incoming 
Sidley & Austin mail according to whether it is (i) from 
the United States Patent and Trademark Office or (ii) from 
someone other than the United States Patent and Trademark 
Office. All mail received from the United States Patent 
and Trademark Office is left unopened by Office Services. 



c . 



A member of Office Services delivers all unopened 
mail /received from the United States Patent and Trademark 
Office, to the U.S. Docketing Coordinator in the docketing 
department in the Dallas office of Sidley & Austin on the 
same day that it is picked up at the central mail room. 

4 . I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false 
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statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may 
jeopardize the validity of this application and any patent 
issuing thereon. 



Dated: 



LaCarro Boston 

. 7/25? fag 



3 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re 

U.S. application of 



For: 



U.S. Serial No. 
Filed : 

Group Art Unit 



Masami TOYAMA, Motomi TAKEMOTO, Akinori 
YOSHIDA, Hiroaki IKEDA, Tomokazu KATO, 
and Junko NATSUME 

AN IMAGE FORMING APPARATUS HAVING A 

DISPLAY CHANGEABLE IN COLOR ACCORDING 

TO OPERATIONAL MODE 

09/160, 267 

September 24, 1998 

Initial Patent Examination 

Division 



Attention: Office of Petitions 
Assistant Commissioner 

for Patents 
Box DAC 

Washington, D.C. 20231 



"Express Mail" mailing label number; F.I,072253485US 
Date of Deposit: July 30. 1999 . 



I hereby certify that this paper or fee is being deposited with the United 
States Postal Service "Express Mail Post Office to Addressee" service under 
37 CFR 1.10 on the dated indicated above and is addressed to the Assistant 
Commissioner for Patents, Washington, D.C. 2023 1. 



Derrick T. Gordon 



(Typed or printed name of person mailing paper orfee) 
(Signature of person mailing paper or fee) 



July 30. 1999 



Date of Signature 



DECLARATION OF LESLIE RE AMES 



I, Leslie Reames, declare as follows 



EXHIBIT 

F 



I am a res 



ident of the state of Texas and am over 18 
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years of age and fully competent to make this declaration, and 
if called as a witness could testify to the following facts, 
which are based upon my personal knowledge, information, and 
belief . 

2 I was employed by Sidley & Austin, located at 717 N. 
Harwood, Dallas, Texas 75201, from July 10, 1995, until my 
resignation on November 30, 1998. I served as United States 
Docketing Coordinator in the Dallas office of Sidley & Austin 
from September 1, 19 96, through November 30, 1998. 

3. From November 9, 1998, through November 30, 1998, I 
shared, with Ms. Tifarah White, my responsibilities for docketing 
incoming mail from the United States Patent and Trademark Office 
(hereinafter referred to as "USPTO Communications"). 

4. From at least September 1, 1996, until my resignation 
on November 30, 1998, I followed the following procedure in 
docketing USPTO Communications: 

a. All USPTO Communications were delivered unopened 
to the docketing office by personnel of Office Services in 
the Dallas office of Sidley & Austin. I opened USPTO 
Communications on the day of receipt from Office Services 
and manually stamped each USPTO Communication I opened to 
reflect the exact day of its receipt from Office Services. 

b. After reviewing each USPTO Communication, I 
entered its docketing information (e.g., nature of the 
communication, date of required response, etc.) into the 
Sidley and Austin computerized docketing system. Entry was 
made in accordance with the appropriate serial number and 
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attorney docket number indicated on the respective USPTO 
Communication. While most USPTO Communications were 
typically docketed on the day of receipt from Offo.ce 
Services, all USPTO Communications were docketed within one 
week of their delivery by Office Services. 



c Following my docketing of one or more USPTO 
Communications, I printed an updated docket sheet from 
Sidley & Austin's computerized docketing system for each 
affected file. I then united a USPTO Communication and its 
corresponding updated docket sheet with the appropriate 
file and delivered these items to the responsible attorney 
(or the responsible attorney's legal assistant). If the 
file could not be readily located, I delivered the USPTO 
Communication and its corresponding updated docket sheet to 
the responsible attorney (or the responsible attorney's 
legal assistant) . 

5 I have no recollection of having received a Notice to 
File Missing Parts, indicating a mailing date of October 16, 
1998 in the above -identified patent application. I further have 
no recollection of any deviation from the procedure set forth in 
Paragraph 4 that would have potentially resulted in any USPTO 
Communication not being entered in Sidley & Austin's computerized 
docketing system and filed in the appropriate Sidley t Austin 
prosecution file . 

6 I hereby declare that all statements made herein of my 
own knowledge are true and that all statements ™ 
information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
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imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may 
jeopardize the validity of this application and any patent 
issuing thereon. 



lieslie Reames 
Dated : 0'>Z 
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Attorney Docket No. 



05058/76501 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re 

U.S. application of 



For : 



U.S. Serial No, 
Filed : 

Group Art Unit 



Masami TOYAMA, Motomi TAKEMOTO, Akinori 
YOSHIDA, Hiroaki IKEDA, Tomokazu KATO, 
and Junko NATSUME 

AN IMAGE FORMING APPARATUS HAVING A 
DISPLAY CHANGEABLE IN COLOR ACCORDING 
TO OPERATIONAL MODE 
09/160 , 267 
September 24, 1998 

Initial Patent Examination Division 



"Express Mail" mailing label number: F,f ,0722S3485US 

Date of Deposit: Julv 30. 1999 . _ 



Attention: Office of Petitions 
Assistant Commissioner 

for Patents 
Box DAC 

Washington, D.C. 20231 



I hereby certify that this paper or fee is being deposited with the United 
States Postal Service "Express Mail Post Office to Addressee" service under 
37 CFR 1.10 on the dated indicated above and is addressed to the Assistant 
Commissioner for Patents, Washington, D.C. 2023 1. 



Derrick T. Gordon 



(Typed or printed name of person 

(Signature of person mailing paper or fee) 



n mailing paper orfed 

4 JI^M- 



July 30. 1999 



Date of Signature 




nTCHT.ARATTOM OF T TTP&RAH WHITE 

I, Tifarah White, declare as follows: 

1. I am a resident of the state of Texas and am over 18 
years of age and fully competent to make this declaration, and 
if called as a witness, could testify to the following facts, 
which are based upon my personal knowledge, information, and 
belief . 
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2. I am currently employed' by Sidley & Austin, located at 
717 N Harwood, Dallas, Texas 75201. I began my employment with 
Sidley & Austin on November 2, 1998, as a United States Docketing 
Clerk and began docketing activities on November 9, 1998. Since 
December 1, 1998, I have served as United States Docketing 
Coordinator in the Dallas office of Sidley & Austin. 

3 From November 9, 1998, to November 30, 1998, I shared 
my responsibilities for docketing incoming mail from the United 
States Patent and Trademark Office (hereinafter "USPTO 
Communications") with Ms. Leslie Reames. Since December 1, 1998, 
I, alone, have docketed all USPTO Communications received by the 
Dallas office of Sidley & Austin. 

4. Since November 9, 1998, I have followed the following 
procedure in docketing USPTO Communications: 



a . 



All USPTO Communications are delivered unopened 
to my office by Office Services personnel in the Dallas 
office of Sidley & Austin. I open USPTO Communications on 
the day of receipt from Office Services personnel and 
manually stamp each USPTO Communication to reflect the 
exact day of its receipt from Office Services. 

b. After reviewing each USPTO Communication, I enter 
its docketing information (e.g., nature of the 
communication, date of required response, etc.) into Sidley 
& Austin's computerized docketing system. Entry is made in 
accordance with the appropriate serial number and attorney 
docket number indicated on each USPTO Communication. While 
most USPTO Communications are typically docketed on the day 
of receipt, all USPTO Communications are docketed within 
one week of delivery by Office Services. 
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c. Following my docketing of one or more USPTO 
Communications, I print an updated docket sheet from the 
firm's computerized docketing system for each affected 
file. I then unite a USPTO Communication and its 
corresponding updated docket sheet with the appropriate 
file and deliver these items to the responsible attorney 
(or the responsible attorney's legal assistant). If the 
file cannot be readily located, I deliver a USPTO 
Communication and its corresponding updated docket sheet to 
the responsible attorney (or the responsible attorney's 
legal assistant) . 

5. The computer generated docketing sheet attached hereto 
is a copy of the current docket sheet for the above -identified 
patent application and does not include any docketing for a 
Notice to File Missing Parts of Application prior to July 15, 
1999. The MISSING PARTS with a date of 5/28/99 is the docketing 
item for the filing on May 28, 1999, of the Completion of 
Application, which included the executed Declaration by the 
inventors and a check for the surcharge. 

6. The Notice to File Missing Parts of Application (Filing 
Date Granted) for United States Patent Application Ser. No. 
09/160,267, indicating a mailing date of October 16, 1998 (a copy 
of which is attached hereto), was not docketed in the firm's 
computerized docketing system until after I had received a copy 
of this Office Action from Mr. James W. Williams, a Sidley & 
Austin attorney, subsequent to Sidley & Austin receiving a Notice 
of Abandonment, mailed July 15, 1999. 

7. I have no recollection of having received the Notice 
to File Missing Parts of Application (Filing Date Granted) , as 
described in Paragraph 6, prior to my receiving a copy from Mr. 
Williams in accord with the events described in Paragraph 6. I 
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further have no recollection of any deviation from the procedure 
set forth in Paragraph 4 that would have potentially resulted in 
this Notice to File Missing Parts of Application (Filing Date 
Granted) not being docketed and/or filed in the appropriate 
Sidley & Austin prosecution file. 

8. I hereby declare that all statements made herein of my 
own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code, and that such willful false statements may 
jeopardize the validity of this application and any patent 
issuing thereon. 
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